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Speakers: Aamir Kazi and Ben Thompson

Praigl » Principal in Fish & Richardson’s
Atlanta, GA .

ADTIORYE Atlanta office.

kazi@fr.com * Intellectual property litigator; with
B Rt emphasis on patent disputes in
University School of Law district courts, ITC, and at the Federal
B.S., Georgia Institute of % u

Technology; Computer Circuit.

Science

* Represents multinational companies
all over the world

Frincipal * Principal in Fish & Richardson’s
Atlanta, GA Atlant i

404-724-2844 anta orfice. . .
bthompson@fr.com * Intellectual property litigator; with
1D, Univeralty of North emphasis on patent disputes in

Carolina at Chapel Hil district courts, ITC, and at the Federal

School of Law

B.S., North Carolina State Circuit.
University, Computer
Science Engineering

FISH. 2

Aamir Kazi (7= - B>):

Fish & RichardsoniEREFSPTDPrincipal. 10 E (B DFFEFEREA. 45T 0@ M4 M (due
diligence) . $FFI>HILT 1 I RRERFICEANDBRLVWAFICBVWTEEEIFT D, 1K
EPREB S EZE R (the International Trade Commission) COYFFRENARICHBVNTEZ < DBZTE
FEZAE,

Ben Thompson (N> « k> TV
Fish & Richardson/EESEF5PDPrincipal. MAEFIPR(CHIT DIFFRATKERESZES
(the International Trade Commission)(CH T DIFEFRENFABRICHVTEHEZ < DELZESZTFIE,

EU&IC
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Agenda

* What is the ITC?

- Patent Litigation at the ITC—Section 1337
« The Domestic Industry Requirement
» Section 337 Remedies

» What do Section 337 Investigations Look Like?
 ITC Tips and Tricks

FISH. ;

ShElE. KRITGARDSRIAFEHN R THE/\ MU HILTITGABRICDWTERDI LS I>FT>
WZAERR UE UTz. ITCEWDHEMDREAICIGE D thE CORFEFREA & LEE U TZITCRRE DR
B (ENEEEN. ESE RABEOME) ZHALEEIC. REBICAATEE U TTCGRE
(CRAD S EBRDH > THEZVIRAT > R BT UET .

ITCE LS #EHE
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What is the ITC?

* A major administrative forum that
investigates high-speed, high-
stakes allegations of unfair
competition

* An Article | administrative agency

» Authorized by Congress to enter
exclusion orders against the
importation of goods found to be

unlawful
» Afrequent forum for competitor-
competitor cases
* Mission is to protect domestic -
industries from unfair trade U.S. International Trade Commission
1:- 500 E St. SW
practices Washington, DC

FISH. ;

ITC& (. US. International Trade CommissionBE T, HAZE T, KITC. ITC. KEERES
EEREBEVET, ITCIEKREEBATOITEIERET. AEHRF(CEAULTERDHEEDZTD
AT, ZPAUNFFT (USPTO)ERUFESE —F (ITH) DOTFICFET DB T. BESE
=KD TFCFE T 2EBFHIFR & (FRIDFREE T .

ITClE. BEEROEA (K U THEREpS (exclusion orders) ZH I CENTEFET ., [HE
=1 DEEHIC. FEHMEEBESFIND . ARHIPTICHSITBEFFRLOKDO D ICITGAREN
FEON3matdrNEI.

BUFCTERAT DITCREDR NS, />~ bO—JL (Patent troll. NPE. Non-practice
entities) TIFA< ., BEMHANABDOHUIITZITDZEMNEZ T,

ITC(E, RIEEBINSERNEEZTDCEZENCLTED. TDOBNZIENKT DTZHDIFH!
IRIL—ILINSHBE T OFFEFERER EDEVDEFTNTNE T,

HhE & ITCODIELY
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Why choose the ITC?
DistrictCourt _____________|ITC

Time to trial measured in years Time to trial often <12 months

No requirement to practice asserted Substantial domestic industry

patents requirements

Trial by jury Hearing before ALJ

Monetary and equitable relief Equitable relief only (via exclusion and

cease and desist orders)
Can provide relief for wholly-domestic Only authorized to address infringement

acts of infringement with an importation aspect

Full federal rules of evidence Modified evidentiary rules (e.g., reliable
hearsay)

Two party litigation (plaintiff v. Tri-party litigation (plaintiff v. defendant v.

defendant) government investigator (OUII))

Generalist audience (juries and district  Specialized audience (ALJs)
judges)

Focus is on parties Focus is on products

FISH. 6

ZTNTI(E, HRICHITDREFRLENTCRBZLEER U TCEVWVERTHELL D,

1. FREORES : ITCABRT— B> TEULLWRNFHRETODRETTY, MBHTEERENIND
FHREZITCTIE 1L 2 7 AUAICITRODTUEVET, FHRENEODIE—RNMBRNENDS
ElE. ENLETWHE TR IRX N (BFfE. ', UY—X) "B ECRRDET, ITCIEEF
BEDBEREES O THERETIFIRVWTULUL S,

2. ERNEZEEM (Domestic industry requirements) :  ITCOBMMNARIERSIH S EANESE
ZFDZEIRDT, ITGAEREZH UL TI DIFHERE. YUBEDRX S RTHATDENESE
EH Bz ImENSDDET,

3. [BEEv. AL IR CIEIFEER(CIDIAHNMITAEIN ITGARETE.

ALJ (Administrative law judge) EFHENDITBUEHIEICK > TRYHNITONE T, HEK(CH
(TBRBEEICIDINHTE. EICH<KEACENOMDPIT VG EERNROSNFET, ULH
U. AUISISEF(ICRIN DB ZSEFE(CITO TL\DD T, HHALIDIERE M (CdH D 23R
FRZITOBENHDET,

4. 7 RSB EEEEUHSIOMANTETEIN, ZEUHET X (F2006F DebayHFIU
fF. ROSNICKKIRDOTUERWVWEUZ. —A. ITCIEARIEREINSENEZEZ T DHEE/RD

T. BAMOYBRGT (exclusion order) &9 TICEIASNICEEZRERORBEZ LB ELEDD
45 (cease and desist order) WAIEET Y, CC THOXRET/NELE, HETIHBEDEE(CHT
DEEEEBRTEEIN. ITCTEHZDRISIRSEN—Y TSRV ETT,
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5. X A TE T AU DERCH T BHFHRE(C DWW CEIRAZERIITCENTEFT
O ITCOBE. MARDHINHRICIEDFTET ., INE. ITCORE EHFDEEIDENDS
DXIIFENMETEFT,

6. FEHLE : b TIREFBEEHLE (Federal rule of evidence) NEBLVSNZE I M. ITCTIHITCE

BICEEMIZ SNIEEHLERNRALSNET, e, FALUC E(THBD)L—)LZEKRITTLE

9, CCTOEWVWTHICKEZRA (L. DiscoveryDiRE EBRAGERDAET I EBVET, BAR
A RT. SHUEDEVDFFHRZI D TLOWBREIFBVWEBWEITH., #EZFLZED LT, 8
HRETNITCREDIL—)LICHERB L TLDH ? BHICHER L THE S S ENKULGIRA> B E

ERBVET,

7. SHEN  FEFERAZSOBEORFIFTOIRFL(E. BIZA HFEFDFE. FEHES) v.
WEATEONETIN, ITGHEDISZE, AH/REARUTBROHAES (staff attorney) HYIHRIZ
L7zkEiE U TITA L. = DB TFRENEH T T,

8. PIRSURbv. AR UX b : L 3DRAICEAFKRT DR hT, #IFTIE PEE
EVHFFREAICEBN TOIRWERHISE WS T RS U X SRR ZIT/RA D 2D, FIiR%Z
TFTUFET. UM U, ITCTIFALIEWDHFFEIREZSAZE(CIRDALISMEHE T DT, TDiENE
ZRUCHRIAPERZITOHENSH DX T,

9. B h&(E. SHMZESNLET. WANTHSFEDORTHDERENE > TLDIEA
BE(CIBROTEFXT., CORDRXMANEEEME (Personal jurisdiction) ToFHIH (Venue)ld. #b
HCHEFRAZRC IR, Y ZESN L TEERRICIRDFT . —7. ITCOEETXIIN

T, BEMEOND [E/] CLO>TEENEXDET, ITCF 1 DUHRNDT, HFTIE
C DK DIRForum shoppingEDBIREIFIRVDTIN, H<ETE. ITCOEEE(TZDMHIE L.

EIARDHIHIRDFET,

Forum shopping (FHIFMEY) - RENBC (CBRIREHIFA CiRAZIgiE I 22 &

TBUEHIS (Administrative law judge.
ALJ)
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Administrative Law Judges (ALJs)

Charles E. Thomas B. David P. Sandra MaryJoan
Bullock Pender Shaw (Dee) Lord McNamara

Chief ALJ ALJ ALJ ALJ ALJ
Appointed Appointed Appointed Appointed Appointed
2002; Chief 2011 2011 2013 2015
since 2011

FISH. ;

WEITCIC(E. 5 ADAL) (Administrative law judge) EFEENDITECEHIENVE T, KFEHE
ECKDITGAEMNMTONDIEZS. D5 ADAD 1 AMESZAUICIRDFRT ., FAUGE. B
DPFNNET, Ffo, FBAUTEIC, HMBDIL—ILZFZITTVT, HEEEDDT. BHD
HHERETNEHALDRT CHEUERN S D, HIALDHEZ X<H>TWLWDZ &IFK]
IR ETY,

BIZ (L, SEIDEEICELDE. —&FEHHLUSAULEUTHID D ZMcNamara#IE(d. FE (&
BUWLWH, F5EF(ICREDBERBICDNTIFEZEDS TERWREDRF#N DD EDTY,

WMATEAEE (staff attorney)
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OUII Staff Attorneys

» OUII (Office of Unfair Import Investigation)
represents the public interest.

» OUIl is a full party (sometimes); takes positions
on (some or all) merits and procedure

* Including petition for review of ALJ’s decision

» OUIl presents an independent evidence-based
view of the case

 Convincing staff attorney of private party’s
position can be critical

FISH. 5

ITCGRETI(E. BHIZAEWEACINR T, DRzZRERU TBATREENMI Uzl LT

AU. ZDETFGENEHFET . AEE (Istaff attorney & —HREICIF(ENTULNT, AOIES
AFHEZE (Office of Unfair Import Investigation. OUIl) &EWDITCADEREBTEILVTCL\DHEL
T9,

FEHMEEDRBEDHZE. FEAEDT—ATECOFHEE(CAND., FBEPFHRS (T UME
DFRZ L. MEOIHLCE DK BRFBZRUEFT. WL, ED L 50\Staff attorneyHV 9T
AULTLKBME. Staff attorney(CK D TCEFEFETI .

UM U, Staff attorney(CEDTE 5D FERZEEEL TESL). Staff attorneyZ@ kA (CDIFD 2 &
(FITCRBZEFCEDDIKBIINA > MR TEET,

Staff attorney & (FXITZBIRICIRDDTIFRL . FHRESDEVRHEAN SHAEFRZES ZEMNK
YT, Staff attorney(C KD Tld. HEE EDERIDHZHERREBBIBHI(CZITANTNDD
T. BHIH SStaff attorney EDRAFR DK DZITDIZENEETT,

3 3 75%:HE
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Section 337 of the Tariff Act

Section 337 of the Tariff Act of 1930 — 19 U.S.C. § 1337
(@)(1))
« Authorizes the ITC to investigate and remedy:
« (1) Importation; (2) sale for importation; or (3) sale after
importation of articles that
* Infringe a valid and enforceable patent;

« Are made, produced, processed, or mined using a patented
process;

« Infringe a valid, enforceable, and registered United States
copyright or trademark;

» Others acts of unfair competition.

FISH. 10

ITCIEFARIEEBINSERNEREZ TS Z 2B (C UIEBATHEBRO T, BWAm(C K DIMEERE
EDOREBIEIALET . TDOLIIBIOHENSHES HF(CHEF) EECEADDIAEZERNL
Id%a. MEEREZ 3 3 7&K ARLNENGENHDFT,

CD3 3 7EBBEEVSHUEAE. BEREE (Tariff Act)dD 3 3 7ERICENMNTLBITCICERZ S
NIENIAREZBDMEDIEFNSERTNET, COEXICENMTNDESD. $FEFoM(
. EFETPEEORE(CBITCHAEREZITAEZEIN, MEREMECIIFEHRE CEAN AR
NERICZNTT,

ENEEEZH (Domestic industry

requirement)
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The Domestic Industry Requirement

» Unlike a district court, access to the
ITC’s trade remedies is limited to
those who can prove a domestic
industry in the patent(s) being
asserted

* The domestic industry
requirement consists of two prongs:
technical prong and economic prong

* Only those patent owners who can
prove significant technical
investments in the U.S. may get
relief from the ITC

+ Sales alone do not satisfy the
requirement

FISH. e 12

ITCICHITD 3 3 7&FAEZHUED(CIE. BILATHDIFHEENMERITE T DIFTFEERR
(CTAYUBDEANTERALULTWDIHENSDDFT,

EREEZMCE 1) KIMNEMAFLE 2) BENERGEWND 2 DDOFRMS. mAZEHEZ T HEND
DX,

EREEEHDEMS 1 : HiligEHS4 (Technical
Prong)
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Domestic Industry—Technical Prong

* In some ways, a mirror image of
the infringement case

* The Complainant must show
some domestic product or activity
practicing at least one valid and
enforceable claim per asserted
patent.

* Need not be the same as the
claim for which infringement is
proved.

* Proof follows the same basic
approach as an infringement
analysis.

FISH. 13

3 3 7&KPFEDHIZARE. PAUHERNORTR, Fld. EEOMERITEZ U TV EEFTD
WK EB1DDIL—LZEML TLD I EZRSRFNUIVNTER A

EMOFIR (FEEDREZIELT 2/7ELEFEFRCT. JL—AOBRAHEERNOR R - G877
U TOL—LABHZBIEL TV ERT I —LAF v — NalEk T D2DON I T .

D DEEAMERITEZ U TV BFTFOMR LB 1 DDT L —LAZRMBL TS WD
i TIN, EBENEONTVDIL —LAERAUTHDINEFHDFREA. HIRE, 1#EF
ITETDHEFCL) HRICHIDIL—AE2) REFEIL—LDHOEELET . BMAR
NZDOHRMIL —LZRELUTVNDRRVWNSDIHE. Kiikffaimizd(CE. 1) 7AUNE
ATHRBIL—LZRMBLUTVDIRmNHD. Fld. 2) PAUDERTORIET, RiESH
EOL—LREBSNTONUERINCS EICRDFET,

Fle. HmE BHER TR SAEVRETEESNTNDIEDTEARLKRTT.

EINEXEEHOFEMN 2 : ZHEMH (Economic
Prong)

https://openlegalcommunity.com/recorded-webinars/itc-patent-investigation/
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Domestic Industry—Economic Prong

* The Complainant must establish
that its domestic investments
relating to patented
product/activity are economically
significant.

« Significant investment in plant
and equipment

« Significant employment of
labor and capital

« Substantial investment in
Research & Development or
Licensing

FISH. 14

R BIZAG. WFREFFICEDDI M - TEEICH U TP AU BDERCHS T DEFEN(CEER
KREZRIBENDDFTT,

C OFZBM (CEEEIMIRE (economically significant) TI M. TiHvoMR. ERYWCEAR., KT
HAFEDOCS A2 RAIRENDIREDKRZRT ZE(CKD T TDON T,

CCTORA MME THSEFF(CEANDIRM - EBICHULT] EWSECAT. PAUAE
AICH T DIRE EMREFF(CEADIER - BHCEERNANETY, BEENER, £
(&, BEIEMENDRWNGE., CORBREZ/IIRVAEEENSD DD T, FFICRBFEE DR
BOBEFIK 77U T AU BERADIKEDREIZIT TR, FFEOEEICHULTH
AL ZERIS TERRLITOEN EBEHRZE MU THLZEZBITIHULET,

ENEREHFICHITINEBEIT DR
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What is Domestic Industry?
Sufficient DI Insufficient DI
« Company that « U.S. company that
manufactures patented manufactures products
article in the U.S. locally, but not any
« Company that has no patented article
products, but licensees » Foreign company with
manufacture patented insignificant U.S.
articles in the U.S. expenditures
What about...
» Company that imports product but has technical support in
U.S.?
* Company that develops product in the U.S. and elsewhere?
» Company in the process of developing a product?
FISH. 15

PAIADEAT (BHFZESATEIRAEN) MFREFFERET dRmZ/Fo TLDIHEAE.
NEEERF AT DD(ILEENEE T,

LU, PRAUBEROEESHRIFFZERML TRV, PAUBDERNTOREND K]
Ha. ERNEEREAZRICSIRVWAIREEN S DET.

ERNEEEGFZBZIH - meSRRUONE. BRI —XICKBDDT. —ICEEZFEA
AN b=

o VAUBNICHREBZIMALTVDN, PAURICFTIZHILEIR— bBD

o HRPTHBEFEPHARZITOTCND

o RmZZFER
12 EDERIDINRIC KD T, ERNEREFZTRCETIMRHIIEDAIEEEHDDT. ENE
EE2HD)\— RILFEWES(F. BHERETLERUTOVI -7+ J(CENEEEH 2T
IBIEZIRET T DDEVNWFERTT,

BB IT
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Section 337 Remedies

* No Monetary Relief

Exclusion Orders

+ Enforced by Customs
+ Two Kinds of Exclusion Orders

« Limited Exclusion Order (More Common)

* General Exclusion Order (Less Common)

Cease and Desist Orders

« Can prevent infringer from selling off accused product inventory already
in United States

Consent Orders (company can agree not to import product)

Duration
« Life of the IP Right

FISH. 1

ITCICHITD 3 3 7 ABTIIRENREEIHDFEHA. ITCHATETDZ L. bR
(Exclusion orders) (C&>T. B (Customs) TEEZEGRDIZ AU DANDHAZIEDHDBZET
E

ITCIC K DHEBRERS (Exclusion orders) DABTEEETY . FEHEEDHA. B CREER
FELPTVWNRECKZDITFDCEMNKYITY ., #H(C, HEAF. FRERTIEVOWRARE
THIRFDDEHHE CASIENEL D, SiRZRENZEDICT DHENGH DX,

Ffz. ITCIE. I TICHMASN TV RERERDOBY FEAZ LD DELLAT (Cease and desist
orders) BFEITTEEY,

Exf&(C. Consent Orders &UL\D T, HEERITHEBD L THAZBEILETIIBERE(CHULT
BITCEUVUTCER R RZH I CEBETEFET,

REMNDBESNNL, U LEORFEE. MRIMFOEFNE T (F2ld. HWH) ID2FTHREE

o

HEBR&5%5 (Exclusion orders)

https://openlegalcommunity.com/recorded-webinars/itc-patent-investigation/ 15/29
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Exclusion Orders

* Limited Exclusion Orders (“LEOSs”)

+ Detail ITC Remedy; bars the entry of products of “persons
determined by the Commission to be violating” Section 337 (i.e. the
named Respondents)

» General Exclusion Orders (“GEOs")

- Available only if certain statutory criteria are met; bars the entry of
all infringing products, regardless of the producer or importer.

* “Necessary to prevent circumvention of an exclusion order limited to
products of named persons”; and

* “There is a pattern of statutory violation . . . [Section 337] and it is
difficult to identify the source of infringing products.”

* Temporary Exclusion Orders ("TEOs”)
« Similar to preliminary injunctions; these are rare.

FISH. 18

BEBRERSS (Exclusion orders) (Cl&. 3 DOFEXENH D ET,

PR E B HERR AR (Limited Exclusion Orders (“LEOs")) : B b—R%BI/RHEBRE . [TCTHRBDIHR

(IR D TZRFEDREMRDHITERETND.

—R%RIHEBREDST (General Exclusion Orders (“GEOs")) : —EDFEGZEEIZ UTEBEDH(C

Aens. HEhHE MAERECEFRRETCORERMNURICIED.

—BFBERRERST (Temporary Exclusion Orders (“TEOs")) : HiEk(CHIFDIREULESD
(preliminary injunction) (CATUL\D. ([FEAERRDH SR,

ITCICHFTD 3 3 7&FABDOBE

https://openlegalcommunity.com/recorded-webinars/itc-patent-investigation/
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Speed — Key Time Periods for 16-Month Investigation

Initial Determination

— Compiant e Decision on Petition
for Review
ITC institutes Hearing
Target Date & Final
Determination
Discovery & Pre-Hearing Period i

Presidential Review Period | 60 days

Appeal to Fed Cir

FISH. 20

ITCGRABD—BEDOFHEIETDFHRODERETI, NHFEFTIF A, 1 6 sBTIRRENTFDIDN
—REIIRRNT T . UL, D - ¥ERET 2H5 3FEFITHHDMERICH 1T DFFRIAE
LERZ EEENRRAE—RTY, ITGAARTI(E. ABRIBHREDTZ59 <I(CDiscoveryNNinzE
NZFEI, DiscoveryDHAEEHI9 # B(FE UNVR L, DiscoveryDBaIRIFHANENTZD . BAREAY
ERENDZEFZFEHDEEA

—MREC 1 2 5 BIFETIRRENESND 2. ITCREMNMEE > TH S5 2 ENCIT D
DITHFEFTICIPRZHGFE I D EVWD T EFHENTE D DFEFA. IPROFEFTFIEITL 84
H. IPRTHEFMNEN (SR O ELTH. TCHSHIREGTANETULES., TOfERFHRES A
FEC. BEADI D TURNET, Ko BT CDER (BHCITDEDHCIL—LZLL
FRIRT D L&kedD) & ITCTHFER (BEZENDEDHCTL —LZIRFERITDE
Z3RDHB) HBULED EZ2DENZRFAICIERSNT, ALUDDRLESIRDEEESENH D
N

Discovery

https://openlegalcommunity.com/recorded-webinars/itc-patent-investigation/ 17/29
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Discovery

* Fast turn-around—typically ten days on all discovery requests

» A short calendar—the entire discovery and pre-hearing period may
be 9 months or less
* Not much time to build an entire case
* “Hit the ground running”

* This is especially important in a matter involving parties based in
Japan.

« Scheduling depositions in Japans requires several months, and if
depositions scheduling process is not initiated early, parties may not be
able to obtain discovery in Japan.

* Much or all of fact discovery may take place without a claim
construction order

* ALJs may decline to issue a Markman order pre-trial

FISH‘ 21

CIZHARRAYAELY @ @5 1 0 HMUAICEIEZENKSHSNFET, hF(CHIFDDiscoveryb=ENDE
BEIARZTNTIN, ITCICHIFDDiscoveryZ LA LICEBIENMNAKET ., Z<DEE. A#. UY
— Rz B THELU CUEWVET,

DiscoveryMEAR BN RE0) © Discovery ENHIRIF RS DM A ZITDEIRIN 9 w BUT Uk
DFEHA. EBSHI (TR > hZERKR D TDiscoveryZ{TD TLWMVRWERBINE DRSO TUE
WET, 1FIC. BRRETFAYUDEINTEEZEE (Deposition)ZEldiHE. AEZ I DDICK
B BDT, PAUAHLSOE TEEIIEZITOHS(E. %HU—%TD‘M\%LHD‘C%&
9,

DL — LfEFRIQU : DiscoveryDAR¥DEAR (&, L — ABRNRESIRVERITONET, €
MDIzsd. DiscoveryDEEFEMNE THILLIRD CTUEDHEEMNHDET,

CDEDIIIFHN S, FFEHEE THDRILAL. ITCGAEDR]C 53 DiscoverydD TS > %z >
THLLZERKYTT,

DHBDFHRE
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Pre-Hearing Statement & Brief

* Prehearing Statement:

+ Witness list, exhibit list, stipulations, agenda for pre-trial conference,
estimated date and length of appearance for each witness; certification
of good faith efforts to settle

* Prehearing Brief:

» This must address all issues and present in each party’s contentions:
jurisdiction (importation), claim construction, infringement, validity,
domestic industry, remedy & bonding.

+ Avoid waiver
« OUIl will file its own Pre-Hearing Brief

» This is the first formal indication of OUII's view issue-by-issue.
* Witness statements

* ALJs may have witnesses provide written direct testimony.

FISH. 22

DiscoveryEDH, NH(CMIFTHRAZBRBREZIRBUIED ., FREZITOVENSDET.
CTHRISERLEVON., NHIFIDOFRHE (Prehearing brief) T, ALIC KD TEIAHIFID
i NHRNCEFFRZERVEVWDHEBLED., H(C, BRCFEOEVWDHEBIENDDT.
Z(ITCORBHEERBHRAEZE L LRI DIENVNWERNET,

LU, CORHIFIDF#wE (Prehearing brief) TAEVIIRA > MME. AP TEONDIARESE
TORBEZAYIRIOABSCESHLI ZETI .. BEURFDNINRENRA > MHIRYHIRIOR RS
([CHAEE SN TULRWGE. TOMBEZAHITEO ZEZ2ME (waive) UETE(TRO>TUE
SDT. RHBIDOHHE ITCFRECHENWCERLREHRD 1 DTI,

FEiz. ITCIEFERIZA. #HE A EStaff attorneyZE SsbI= 3 DD [HEE] NFEITDDT. Staff
attorney B DONHRIDOABEZIRHEUET .. COFRBET. (FUDHTARRStaff attorney
DREFBMDIMNDFET, ITCT(EStaff attorneyZ K75 (CDIFDDHEEFIDIRA > bdD 1 DIRDT.
Staff attoneyMED KD ICERX TWVNDDHNE CDRF R TRIBmDHD Z E(FKUITT,

mAE(C, MEERRD, SEAOEEFMCEMICEOMMRHENE T,

HDiHEN
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Typical Hearing Sequence

» Opening statements and technology tutorials

Complainant’s case in chief
+ Direct, cross by respondent(s) and OUII, and redirect examination

Respondents’ case in chief

Staff attorney’s case in chief

Closing statements or arguments are rarely permitted

FISH. 23

NHETIE —AEH9IC, BTDFRAFCIEERD . BIZADER. SEASHE. #WEROFR. SEA
£, Staff attorneyMEIREFEASBE EFRETET .

NHIOERIEO —R(CHEXIDFEFIH. 3EMNSSHEWSEHRNZWEBWET,

g ERIRD RS SEAZRIOER. SEADERSR] (Direct examination)(d&EHE CT{T1O1 T,
TOEMICH LT, OFETKRMZR (cross examination) HMTHONBD &, TDdHE(C, Staff
attorney BRI BRIMNTE/ZD. Staff attorneyB B EEREAASHNTEDRTI . Fk.
fi&5tim (Closing argument) BEFEISNDZ LR EFEALEDDFE A

2HEDFRMEE (post-hearing brief)
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Opening and Rebuttal Post-Hearing Briefs

» There’s no decision at the
hearing. The parties have to
muster their cases in one,
final volley.

« The time to persuade is here.

» The post hearing briefs must
cover all the issues raised at
the hearing, citing evidence
and applicable law.

FISH. ”

CHOEFAFETEARYTY . [ TEHIREATONRND T, CDOFHHEEZ (post-hearing
brief) T. ALIZST DHENHDF T, AREMSEE. N TEITSNICETORECH
U, SEERA SN S ERZ5IRAL. BROIRZTED TOMRITNERDEEA.

{RTE (Initial determination. ID)
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The ALJ Decides...

* Initial Determination (ID) on Violation Issues

« The ALJ is required to make detailed findings of fact and

conclusions of law on all contested issues.

* ID contains a detailed legal analysis, the ALJ’s findings of facts,

and conclusions of law.
« Recommended Determination (RD) on Remedy Issues

« Concurrently or within 14 days
* RD contains proposed remedial orders

* Issues regardless of whether ALJ finds violation, and addresses

FISH. 2

T, EREBICDVWTORREMTONET,

CORREZ T D EICHNT, ALK FUWSERRTE EMREICH I AN RN KD
SNFET. FUWENRDITENRDSNDTZH. IRREICETDELEN 1 0 0= E(S

HBIZEBEBULIHODFEEA

HEEZRTF (Recommended Determination)

CORRE CRIFER. F2E. 1 4 BMAIC, FECREADDIEREATE (Recommended
Determination. RD) M ENET, CDRDT(E. ALNSDIEICENDBIRENREINE
9., CDRDIE. BRERDITS - RDIFRBWVWCHIMDSTHENET,

{RARTE
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It's Not Over Yet...

 Appeal, Round 1 — Petition for Review of the ID
« Full Commission decides whether to review any or all of ID
* If review denied, ALJ’s ID becomes ITC's final determination

» Appeal, Round 2 — Presidential Review Period

+ |If Commission finds violation, President has 60 days to review
and approve/disapprove of remedy for policy reasons.

« Extremely Rare
« Appeal, Round 3 — Judicial Review

+ “Any person adversely affected by a final determination of the Commission ...
may appeal such determination, within 60 days after the determination becomes
final, to the United States Court of Appeals for the Federal Circuit...”

FISH. 2

IRREN T > TEEITERDDTIEHDFRA. LiF (Appea)DEJREHNFILHDFT.

FER1. IRREOHHFEDERE, ITCEEEEN. AUNT UIRREZBEFIEIT DNRDE
9. BEENMTNHE. ALUDBREMNITCOTRAENILRE(CIEDFE T,

FEF2. KEEEDFHEMRE. ©UITCEEMNMEELRE LGS, AR 6 0 HEODME. /R
VS —ZBH(CHBZAR. T FERIDITENTEFT . UM UAHBEDITCEHED
BRACESEDD CLFHEFEEALEDDFEA

FER3. ITCICHBITDFIRICRRN D DHE. CAFC

(https://openlegalcommunity.com/glossary/cafc/) (United States Court of Appeals for the
Federal Circuit) (C_EEFRTEFT.

BHAERE UTITCGARICEAND D IZERDH S T
ESEVWIR1> B
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Discovery Tips

» Be cooperative early

+ Because ITC has an aggressive schedule, complainants that are not
diligent will have a difficult time proving their case.

* But respondents must be cooperative early, or complainants can use
respondents’ discovery failures to compel late discovery.

« Example: In recent case involving a Japanese complainant in the ITC,
company was required to bring its witnesses from Japan to the U.S., which
is not typical, because the ALJ determined that company was obfuscating
discovery process.

» Dealing with Confidential Information

« ITC very strictly protects confidential information, so it can be difficult for
companies to track the litigation.

» Ask your counsel to redact CBI (Confidential Business Information)
from all important discovery and court filings as a matter of course.

FISH. 2

1. BHID: ITCFEBEETDAE— RIFBRVDT, B AAIGZUO>MDBEEREE LRV R
TRWTT, F£fe. HEAMBIE. DiscoveryDBNMNIRNK D, TuRRIIEHKDSNET,
DiscoveryDXEMENTUED EALIDILRE LS HDFEA L. HIFIRSIEILEN 1 THON
2uleEHNET,

2. HEERIBIROEDIKRUY ¢ ITCT(EZE < DHEERIFIRMIRNON., B> TL\DIHELTUMNRNE)
[&#R (Attorney's eyes only) W%\ \fzsd, HEETHHMNVEFOBEHRNFNT . IRIRZIEE
LIS<KRBTENGBDET, TOXRORIEFEE. BHAEZET(CHFOMREE SR XIEHR

(CBI : Confidential Business Information) Z#R&EL T. HEEB TEHERSNDINEDEEZERK
LTESL, BEREBZLTESVELL D,
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Discovery Tips

« ITC Schedules
* ITC rarely deviates from the schedule. Consider all possibilities and
plan ahead.

* Example: In recent case involving a Fish represented respondent,
developed design around early on in the case. Because no monetary
damages, infringement finding was inconsequential.

* IPRs
* IPRs are not effective in ITC. ITC will not stop exclusion order for IPR

« Example: In recent case involving Fish client, all claims invalidated in IPR.
Yet, ITC refuses to stay injunction order on those same claims until Federal
Circuit address IPR.

» IPRs can hurt if it requires respondent to take contrary positions. Also,
denial of IPR institution may influence ALJs, that typically are
deferential to PTO.

FISH. 29

3. ITCORTZa1—)L  ITGABDZES. RIIICHESNDIRATZ1—ILSFENEND &
FFEEAEDDFEA. HEAMIE. RBOSBEZEELT. ITCOFREHNSERDRZEE
ABDENKITY, ITCDBE., BEREICKDIEERENRVDT., ITCHRENSHFEFOLE
RETEEZ D E(FKIBEDEHD 1 DT,

4. IPR (https://openlegalcommunity.com/glossary/ipr/) : %5575 (IPR
(https://openlegalcommunity.com/glossary/ipr/))(&. ITCICXT U THERDBINTIEHDFEA.
ITCRRBFTZEXIPROBUEN G D THELEFDFEA., Fo. &L IPRTIRICHEFIER (TR
DTHE. CAFCTIPRTOFIRNZFIFSNDET, ITCTIHMBLEARTZED FIFRNELSHIRTH

RENEE>STY,.

FIz. FFTTOER (ENCITDIEDICTL—LZILFIRT D LZKRHD) & ITCT
DFER (REZENDCOHICTL —LZRFIRT D LaKHD) BRIVED EZDEDZ
HFACERSNT. ALUDOLERIELRDEEMENSDDFT, FZ. IPRFHGSHENHNTS
NITHEE. ALUDKFETICH T DER G (CRHE T DREENSHDFET,

https://openlegalcommunity.com/recorded-webinars/itc-patent-investigation/ 25/29


https://openlegalcommunity.com/glossary/ipr/
https://openlegalcommunity.com/glossary/ipr/

2020/1/25 KENFFRAEIZ DIz (CH D THEZLKITCIAE DE &8 | Open Legal Community

ITC Pointers

* |ITC Cost

+ ITC discovery has high limits on written discovery (e.g., 200
interrogatories) and depositions (20). Thus, ITC litigation can be
expensive.

» Because of compressed schedule, the spend occurs over the first six to
ten months during discovery and through trial

» Tip: Find an ITC specialist. Make sure your law firm handles ITC
matters, knows ITC procedure, and has handled ITC cases in the past.
It is not for everyone.

* Do not take Domestic Industry lightly

FISH. 30

5. ITCICMMDER : EK(ICHITDNFFRLTERCUTIN, RRDOFENSIEEFD
Discovery(d. ZAUNTOHFRIMBEAZES < ITDI—BDERTY, FFlC. ITCICHITFDDiscovery
(&, M (CHFBDiscoveryEHENRBED T A MIDEBENE L. WREBFENLLNZD,
Discovery([CMDER (FHFK(ICHITDER LD EERDEANHDFET, Fo, I
CDiscoveryMEARINIEL V28D, FERARI CEREDERNEELFE T,

HBEDM(CEH. Discovery JTT R MMIHIET DIZHDIBIRVENZIRZR - VERX - IRH T DIC
(. ZLDOHACHBITIAMDIBHARVETT, ITCTIEHEORIBENFEZESHEIN,
ADIY —ZAPREEDHRERE., BHEIRX MM BCEZZBMIDCEEEETT,

ITGRE THEZVELITDESE(E ITCICH T IRRNESERHRELIFHZENCLEZHT
IHULERT, TOXR—ZTHALZKLDIC, ITGARF. IRIFT, 159K C. BER. FHE,
TR, IRERA IR THIF TOREFRILEBVWN D D ET ., AETEHATNHEAZIRDO TULT
BITCIEBIABIRD T, ITCREICEN TV IBHBFIZED CLZHEITIHLET,

6. ENEEZEAZEH <RV  REFAUNERNEEZMHICE T D% < OERDEIRZ KD
TLBMEACHDFET . ALICKDOTE, FEMFICK D TEENEEEMZIRICITIRRTIIZED
D2TLBDT., +DERERIBETT.

= el
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Key Takeaways

*Fast: ITC is a fast forum to injunctive
relief

- Be Diligent: Get ahead of the
schedule

 Experience matters: Take
advantage of complex ITC precedent,
ground rules and procedures

FISH. .

ITCIFRENTTY : Z< DT EZND/—ULHRUM, ITCICH I BDFEFHRERE(F L TOERNR
E—RTEHFT. CORMNTCO—BOFHROT. FORITENTLREL.

LoMDXMIET S : ITGAAE T, RIS KOHSNFET . ITGAETHE [F(E<] 'L
T [EHE] EWDMIZT DT ENREHLL2 DD EZFRFICYSIRVNEWVWTERE AL

EENEDZED | ITGABRELLSEDS EETERERMRNG DX T, (LHAZIEHEL.
EHECEDIAELISHENEMNITDILT, BEMHDESRA(CKRERTFEZSZIDIEN
TEJIEZRRAY—ILELTESZENTEFT,

P AV HhSEmHAAGEHRESE T
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